5EP-]3-£005(M0N) 13:58 MflNNflVR & KflNG, P. C. 



(FflX)703 880 5270 



P. Old/023 



PATENT Atty Docket No.: 200208555-1 

App. Ser. No.: 10/678^68 

REMARKS 

Favorable rcconsidemtion of this application is respectfully requested in view of the 
claim amcndmcnte md following remarks* By virtue of the amendments above, Claims 1, 9, 
15, and 16 have beca amended without prejudice or disclaimer of the subject matter 
contained therein. In addition. Claims 20-34 have been withdrawn for beinfi directed to a 
nonelcctcd invention. 

Currently, therefore. Claims 1-19 arc pending in the present application, of which. 
Claims 1, 9, and 16 are independent 

No new matter has been introduced by way of the claim amendments; entiy tliercof is 
therefore respectfully requested. 

Allowable Subject Matter 

The Offielal Action indicates that Claims 9-13 and 16 are objected as being 
dependent upon a rejected base claim, but that these claims would be allowable if rewritten in 
independent form including all of the features of the base claim and any intervening claims. 

By virtue of the amendments above. Claim 9, \xpOT\ which Claims 1 0-1 3 depend, has 
been rewritten in independent fonn to include all of the features of independent Claim 1 . In 
addition. Claim 16 has been rewritten in indq}endcnt form to include all of the features of 
independent Claim 1. 

Accordingly, it is respectfully requested that the objection to Claims 9-13 and 16 be 
withdrawn and on allowance of these claims be issued. 
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Information Disclo2tute Statmeni 

The indication that the document cited in the Infonnation Disclosure Statement filed 
on October 6, 2003 has been considered is noted with appredation. 



The indication that the drawings submitted on October 6» 2003 have been accqjted is 
also noted with appreciation. 



Claim Rejection Under 3S_US.a_SW3 

The test for deierminlng if a daim is rendered obvious by one or rnorc references for 

purposes of a rejection under 35 US^C. § 1 03 is set forth in MPEP § 706.02(0; 

To establish a prima facie case of obviousness, three basic criteria 
must be met First, there must be some suggestion or motivation, 
cither in the references themselves or in the Jcnowlcdge gencraQy 
available to one of ordinary skiU in the art, to modify the rcferenec 
or to combine reference teachings. Second, there must be a 
reasonable expectation of succtsss. Finally, liic prior art reference 
(or references when combined) must teach or suggest all the claim 
limitations- The teaching or suggestion to make the claimed 
combination and the reasonable e?tpectation of success must both 
be found in the prior art and not based on apph'cant^s disclosure. 
Jn re Vaeck 947 FJJd 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

Therefore, if the above-identified criteria are not met, thm the cited refcrcnce(s) Mis 

to render obvious the claimed invention and, thus, the claimed invention is distinguishable 

over the cited refcrcncc(s). 
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Claims 1-4, 6, 14, 18, and 19 

The Official Acdon sets forth a rejection of Claims M, 6 J 4 J 8, and 1 9 under 35 
U-S-C- § 103(a) as allegedly being unpatentable over the disclosure contained in Patent 
No. 6,799,282 to Macda ct al. in view of US. Patent Publication No, 2003/0093995 to 
Tadayon ct al. This rgection is respectfully traversed because Macda et al. and Tadayon ct 
at, considered singly or in combination, M]s lo disclose the invention as set forth in 
independent Claim 1 of the present invention and the dahns that depend thercfiom. 

Claim 1, as amended, recites, inter atia^ a system for utilizing waste heat to provide 
power to an electronic device in a data center. The system includes at least one data center 
component housed in a rack configured to house a phiiality of data center components at a 
plurali^ of locations along the rack. Attached to the rack is a converter for receiving heat 
energy generated by the at least one data center component and converting the heat energy to 
electrical energy. The system also includes a power supply opcmWe to be recharged throuj^ 
receipt of the electrical energy converted by the converter and to deliver the dectricol energy 
to the electronic device. 

In contrast to the present invention as set forth in Claim 1 , Maeda et al. discloses a 
power generating mechanism 40 having a Secboek element module 60A, 603 configured to 
generate power using heat generated by the CPU 20 of a notebook personal computer (PC) 
10. (column 6, lines 54*56). As shown, for instance, in Figure 2 of Macda ct al„ the power 
generating meclmnism 40 is positioned within the notebook PC 10 and is configured such 
tliat part of the Sccbcck clement module 60A is in contact with the CPU 20 of the notebook 
PC 10, 
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As such, for instance, Macda ct al. feSs to disclose tliat at least one data center 
component configured to generate heat energy during operation thereof is housed In a mck 
configured to house a plurality of data center components at a pluitdiiy of locations along tlie 
mck. In addition, Maeda et al. fails to disclose Uwt a converter for converting the heat energy 
into electrical energy is also attached to the rack. Accordingly, Maeda ct al. fails to disclose 
the features of Qaim I asserted in tlie Official Action* 

The OfBcial Action correctly notes that Maeda ct al. fails to disclose that power from 
a converter is sent directly to a rechargeable battery, which is apparently being considered as 
the power supply of Claim 1 , In an effort to make up for this deficiency in Macda ct al., the 
Official Action relies upon the disclosure contained in Tadayon ct al» More particularly, the 
Official Action relies upon Tadayon et al for its disclosure of a rechargeable battery 232. 

The Official Action, however does not rdy upon Tadayon et al. to make itp for the 
othcr.dcficicncics m Maeda et al. For instonce;, Tadayon et al. feils to disclose that at least 
one data center component is housed in a rack configured to house aplurality of data center 
components at a plurality of locations along the rack. In fact, Tadayon ct al, discloses 
converting heat into el ectrical energy and providing the electrical energy to a battery in a 
notebook computer, (see Figure 8 of Tadayon et aL). 

Thus, even assuming for the sake of argument that the modification of Maeda ct al, 
based upon the disclosure contained in Tadayon ct al. as proposed in the Offidal Action were 
proper, the proposed combination would still fail to yield all of the features of Claim 1 . 

For at least the foregoing reasons, it is respectfully submitted that the Official Action 
has failed to estabh'sh that Claim 1 isprima facie obvious in view of the disclosures 
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conUuned in Maeda ct al. and Tadayon et al. The Examiner is therefore icspcetftdly 
requested to withdraw the rejection of Claim 1 and to allaw this claim. 

Claims 2-4, 6, 14. 18, and 19 ore sdso allowable over Maeda et d. and Tadayon et aU 
at least by virtue of their dependencies upon allowable Claim 1. 

Claim 5 

The OfBcial Action sets forth a rejection of Claim 5 under 35 U.S.C. § 1 03(a) as 
allegedly being unpatentable over the disclosures contained in Maeda et al. and Tadayon et 
fll. and further in view of U.S. Patent No. 6;J39,SI3 to Dean et al. This rcjcction is 
respectfully travctsed because Maeda et aL. Tadayon et al., and Dean ct al., considered singly 
or in combination* M to disclose the invention as set forth in independent Claim 1 and 
therefore Claim 5 of fhe present invention. 

Maeda ct al. and Tadayon et al. feil to disclose or render obvious Qahn 1 of the 
present hivcntion as described herein above. In addition, the Official Action does not and 
cannot reasonably assert that the disclosure contained in Dean et al. mokes up for the 
deficiendcs hi Maeda et al. and Tadayon ct aL In &ct. Dean et al. is solely relied upon by 
ihc OfBdal Action for its disclosure of an unintenruptible power sy&t«m. As such, the 
disclosure contained in Dean et at. does not make up far the deficiencies in Maeda et al. and 
Tadayon et al. as discussed herem abova 

For at least this reason, Claims 1 and S are allowable over the disclosures contained in 
Maeda et al., Tadayon ct al., and Dean et al. 
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Claims 7 sind 8 

The Official Action sets forth a rejection of Claims 7 and 8 under 35 U.S.C* § 103(b) 
as allegedly being unpatentable over the disclosures contained in Macda ct al» and Tadayon 
et al. and further in view of U,S. Patent No, 6394^1 75 to Chen ct al. This rejection is 
respectfully traversed because Maeda et al, Tadayon ct al„ and Chen et al., considered singly 
or in combination, fail to disclose the inventioQ as set forth in independent Claim 1 and 
thcrcfoi;e Claims 7 and 8 of the present invention. 

Maeda et al. and Tadayon et al. fail to disclose or render obvious Claim 1 of the 
present invention as described herein above. In addition, the Official Action does not and 
cannot reasonably assert that llie disclosure contained in Chen et aj, makes up for the 
deHciendes in Macda ct al, and Tadayon et al. In &ct, Chen et al. is solely relied upon by 
the OfBcial Action for its dissclosure of a heat source 1 1 0 connected to a heat shik 1355 and 
the heat sink 155 connected to a plurality of heat pipes 130. As such, the disclosure 
contained in Chen et al. is not relied upon to and does not make up for the deficiencies in 
Maeda ct al. and Tadayon et al. as discussed herein above. 

For at least this reason. Claims 1 , 7, and 8 are allowable over the disclosures 
contained in Macda ct a]., Tadayon et al., and Chen ct al. 

Claim 15 

The Official Action sets forth a rejection of Claim 1 5 under 35 US.C. § 1 03(a) as 
allegedly being unpatentable over the disclosures contained in Macda et al. and Tadayon et 
al. and fiirfhcr in view of U.S. Patent No. 4,449,576 to Baum et al. This rqcction is 
respectfully traversed because Maeda ct al., Tadayon et al.» and Baum ct al*, considered 
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singly or in combinatioru feil to disclose the invention as set fortli in indqjcndcnl Claim 1 
and therefore Claim 15 of the present mventioa 

Clain^ 1 5 has been amended to include that the system of Claim 1 includes a plurality 
of tacks housing a plurality of data center components and converters connected to the 
plurality of racks. In this regard* Claim IS includes features for converting heat energy 
generated by data center components housed in a plurality of racks. 

The OfEcial Action apparently relies upon Baum et al. for its disclosure of an 
enclosure having heat removal pipe systems to conduct theraial cncigy irom heat sources to a 
heat pump system* (Abstract). As such, Baum ct ai. generally pertains to a system for 
cooling heat generating components, such as, power transmitters, and not to a system ibr 
converting heat energy into electrical energy. In fact, Baum ct al. does not appear to disdoso 
that heat enei^gy is collected and converted into electrical energy at all. Regardless of this 
Itict, the Official Action alleges that it would have been obvious to modify the combined 
disclosures of Maeda et aU and Tadayon et aL with the disclosure contained in.Baum ct al. to 
disclose all of the features of Claim 15, 

In promoting this modification, the OfBcxal Action alleges that it would have been 
obvious "to design the combined system above and to modify the invention by removing heat 
from a mck device for the purpose of removing thermal energy from an enclosure as 
disdoscd by Baum et al.'' It is not at all dear as to how the OfEdal Action proposes that the 
combined sfystem of Maeda et al. and Tadayon ct al. is to be modified according to this 
statement It appears, however, that the OfiBdal Action is asserting that it would have been 
obvious to include the cooling system (heat pipes) from Baum et al. into the combined 
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system. Asmuxdng that this is the intent of the Official Action, it is not at all clear as to how 
such a proposed modification can be interpreted to read on Claim 1 5 of the present invention. 

Instead, if tlic interpretation of the Offidal Action intent is correct, the proposed 
combination may possibly yield a notebook computer having heat pipes for conducting 
therajal energy. However, this is not what is claimed in cither of Claims 1 or 1 S and thus 
appears to be an improper combination. 

In fiict, the proposed combination of Maeda et aU, Tadayon et a]., and Baum ct al. 
appears on its face to be clearly improper. For instance, Maeda et al. and Tadayon ct al, both 
pertain to notebook computers; whereas, Baum ct al. pertains to an enclosure for housing PC 
boards having heat pipes for conducting thermal energy away from the PC boards. 

For at least the foregoing reasons, Maeda et al., Tadayon ct al„ and Baum et al* &il to 
disclose or render obvious Claim 1 ofthc present invention. Accoitlingly, Claims 1 and IS 
are allowable over the disclosures contained m Maeda et aL, Tadayon ct ol., and Baum ct al. 

Claim 17 

The OfSdal Action sets forth arc}cction of Claim 1 7 under 35 VS.C. § 1 03(a) as 
allegedly being unpatentable over the disclosures contained in Maeda ct sd. and Tadayon et 
al. and fizrther in view of US. Patent No. 6,722,139 to Moon et ai. This rejection is 
xcspcctfully traversed because Maeda et al,, Tadayon et al., and Moon et al., considered 
singly or in combination, &il to disclose the invention as set forth in independent Claim 1 
and therefore Claim 17 of the present invention, 

Maedu et al. and Tadayon ct al, iail to disclose or render obvious Claim 1 of the 
present invention as described herein above. In addition, the OfRdal Action does not and 

IS 
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caraot reasonably assert that the disclosure contained in Moon ct al» makes up for the 
deficiencies in Maeda et al. and Tadayon et al. In lact. Moon ct al. is solely relied upon by 
the OfBcial Action for its disclosure of a thermoelectric converter 1 00 used in combination 
wilh an air conditioner. As such, the disclosure contained in Moon ct al, is not, and cannot 
reasonably be, rdicd upon to not make up for the deficiencies in Maeda et al. and Tadayon ct 
al. as discussed herein above with respect to Claim I. 

For at least this reason. Claims 1 and 17 arc allowable over the disclosures contained 
in Maeda et al,, Tadayon ct al., and Moon ct al. 

Conclwtion 

In light of the fort^going, withdrawal of die rejections of record and allowance of this 
application are earnestly solicited. 

Should the Bxamincr believe that a tdqshonc conference with the undersigned would 
assist in resolving any issues pertaining to the allowability of the above-identified 
application, please contact the undersigned at the telephone number listed bdow. 
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Please grant any required extensions of time and charge aiiy fees due in connection 
with this request to deposit account no. 08-2025. 

Respectfully submitted. 



Dated: September 19.2005 By 




Timothy B. Kang 
R^trationNo.: 46.423 

MANNAVA & KANG, P.C. 
8221 Old Courthouse Road 
Suite 104 

Vienna, VA 221 82 

(703) 652-3817 

(703) 880-S270 (facsimile) 
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